United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/603,832 


06/26/2003 


Tokimori Tomita 


122.1046CD2 


4081 



07/14/2010 



21171 7590 

STAAS &HALSEYLLP 

SUITE 700 

1201 NEW YORK AVENUE, N.W. 
WASHINGTON, DC 20005 



EXAMINER 



ALVAREZ, RAQUEL 



PAPER NUMBER 



3688 



07/14/2010 



Dl.I.IX'l.R'i' MODI: 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application No. 

10/603,832 


Applicant(s) 
TOMITAET AL 


Examiner 

Raquel Alvarez 


Art Unit 

3688 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 
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DETAILED ACTION 

1 . This office action is in response to communication filed on 4/22/210. 

2. Claims 14, 17, 20, 23 and 26 are presented for examination. 

Claim Rejections - 35 USC $ 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 14, 17, 20, 23 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deaton (6,684,195 hereinafter Deaton) in view of Official Notice. 

With respect to claims 14, 17, 20, 23, 26 Deaton teaches a point management 
system employing a computer for managing points issued to each customer and 
providing an electronic information service which is available with the customer's 
cumulative issued points and connected via a communication circuit to a customer 
terminal for displaying the electronic information (Abstract). 

A point issue unit issues points to a customer according to a transaction 
performed by the customer (see Figure 18B and col. 75, lines 33-38); 

a point calculating unit updates the customer's issued points, converts 
predetermined points into a time period associated with providing the electronic 
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information service, and decreases the customer's cumulative issued points according 
to a time spent for providing tine information service in response to the customer's 
request by redeeming the customer's cumulative issued points (col. 103, lines 52 to col. 

104, lines 1-21); 

a service providing means for providing the information to a customer (col. 103, 
lines 64 to col. 104, lines 1-21); 

Deaton doesn't specifically teach that the services provided are video 
information, voice information, software information, music information and database 
information as the electronic information to the customer through a communication 
circuit. Official notice is taken that it is old and well known in the computer related arts 
to provide services electronically such as video information, voice information, software, 
music and database information to the customer via the customer's PC In order to avoid 
the need for the customer to having to wait for the goods or services or having to pick 
up the goods or services from a remote location. It would have been obvious to a 
person of ordinary skill in the art at the time of Applicant's invention to have included 
providing services/items electronically such as video information, voice information, 
software, music and database information via his or her PC in order to obtain the above 
mentioned advantage. 

With respect to displaying the electronic information and decreased of points on 
a customer terminal. Deaton teaches the points are decreased over time (col. 103, 
lines 52 to col. 104, lines 1-21 ) and as noted above it is old and well known to receive 
goods or services electronically. Deaton is silent as to displaying the decreased points 
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and information on a customer terminal. Official Notice is taken that it is old and well 
known for the customer to carry PDA's, cellular or the like to display information. It 
would have been obvious to a person of ordinary skill in the art at the time of Applicant's 
invention to have included in Deaton the well known teachings of providing information 
to the customer on a customer terminal to the system of Deaton which decreases the 
value of points over time because such a modification would allow the customer to 
receive the Information in the convenience of their own terminal. 

Response to Arguments 

5. Applicant argues that Deaton doesn't teach decreasing predetermined points in 
proportion to a lapse period of time. The Examiner disagrees with Applicant because 
Deaton teaches as on col. 103 lines 52-56 "The system may then have a present 
criteria of response and if that customer meets the preset response criteria, the system 
may either maintain that incentive over a preselected time interval or may initially 
or subsequently reduce that incentive over a preselected time interval." As can be 
seen by the passage above, the incentives are reduced over a preselected time 
interval. 

6. Applicant further argues that since Deaton teaches on column 103, lines 63-65 
given a $2 off the shopping visit and if the 85% that the program did not work then 
increasing their incentive. The Examiner wants to point out that Deaton teaches various 
incentive programs and that Applicant is concentrating on one portion of Deaton's 
incentive programs and overlooking other fair teachings. As can be seen by Deaton 
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above on col. 103 lines 52-56 Deaton teaches an embodiments wherein the incentives/ 
points are reduced based over a preselected time interval. 

7. With respect to the Official Notice taken that the it is old and well known for 
services provided via video information, voice information, software information, music 
information and database information and providing the electronic information to the 
customer through a communication circuit. The Examiner has provided examples of the 
well known facts and Appellant hasn't provided a proper challenge that would at least 
cast reasonable doubt that the known facts weren't known prior to Applicant's invention. 
See MPEP 2144.03. 

8. In response to applicant's argument that there is no teaching, suggestion, or 
motivation to combine the references, the examiner recognizes that obviousness may 
be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992), and KSR 
International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385 (2007). In this case , 
one of ordinary skilled in the art would have the knowledge necessary to know that 
delivering the information via electronic form would expedite the delivery of the 
information by avoiding the need for the customer from having to wait for the goods or 
services or having to pick up the goods or services from a remote location. 
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Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynda Jasmin can be reached on (571)272-6782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Raquel Alvarez/ Raquel Alvarez 

Primary Examiner, Art Unit 3688 Primary Examiner 

Art Unit 3688 

R.A. 

7/8/2010 



